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DETAILED ACTION 

1 . This office action is responsive to communication filed on July 2, 2008. Claims 1- 
1 1 are pending in the application and have been examined by the Examiner. 



Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on June 9, 
2008 has been entered. 



Response to Arguments 

3. Applicant's arguments filed June 9, 2008, with respect to claim 7, have been fully 
considered but they are not persuasive. 

4. Applicant argues that Niikawa does not disclose a second communication mode 
for enabling the digital camera to function as an external recording device by receiving 
and recording images transferred from the PC, or that the digital camera has an 
automatic mode switching device which automatically switches between the first 
communication mode and the second communication mode in the first communication 
device. Applicant further argues that Anderson does not disclose an automatic mode 
switching device in the camera. 
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5. The Examiner respectfully submits that one cannot show non-obviousness by 
attacking references individually where, as here the rejections are based on a 
combination of references. In re Keller, 208 USPQ 871 (CCPA 1981). The Examiner 
contends that Niikawa teaches an automatic mode switching device (See 134-137, 
1309, figure 11), and that the combination of Niikawa, Anderson and Fujiwara teaches a 
second communication mode for enabling the digital camera to function as an external 
recording device by receiving and recording images transferred from the PC, and that 
the digital camera has an automatic mode switching device which automatically 
switches between the first communication mode and the second communication mode 
in the first communication device, as discussed in the previous and current rejection of 
claim 7. 

6. Therefore the rejection of claim 7 is maintained by the Examiner. 



Claim Objections 

7. Claims 7, 8, 9, 10 and 11 are objected to because of the following informalities: 
Lack of clarity and precision. 

8. It has been held that the recitation that an element is "capable of performing a 
function is not a positive limitation but only requires the ability to so perform. It does not 
constitute a limitation in any patentable sense. In re Hutchison, 69 USPQ 138. 

9. Claims 7, 8, 9 (twice), 10 and 1 1 all recite elements "capable of performing 
functions. Appropriate correction is required. 
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1 0. Claim 1 0 additionally recites, "a first communication mode capable of sending 
the image selected by the image sending apparatus to the external device." However, 
an image selected by the image sending apparatus and an external device have not 
been previously defined. The Examiner will interpret "the image" and "the external 
device" to read "an image" and "an external device". Appropriate correction is required. 



Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

13. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Niikawa(US 6,819,355) in view of Anderson et al.(US 7,107,516), hereinafter referred to 
as Anderson. 



Consider claim 9, Niikawa teaches: 
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An image sending and receiving system(figure 5), comprising: 
an image sending apparatus(digital camera, 1, figures 1-5) which comprises: 
an image capturing device(303, figure 4) which captures an image(column 4, 
lines 32-38); 

a first communication device(213, the first communication device is the camera 
side of a USB connection, column 5, line 67 through column 6, line 3, column 6, lines 
63-66, column 7, lines 60-67) which has a first communication mode capable of sending 
the image selected by the image sending apparatus to the external device(During a 
reproduction mode, the switches 6 and 7 are used to select an image, and the camera 
sends the image to a personal computer(IOOO), column 4, lines 9-20, column 7, lines 
10-38.), and 

a second communication mode for enabling the image sending device to function 
as an external recording device(The second mode is a photographing mode, and this 
mode is considered a communication mode as it is operable from the PC side, and 
images displayed on the camera display are also displayed on the PC, column 4, lines 
9-20, column 7, lines 32-67, column 1 0, line 5 through column 1 1 , line 7.); 

a transfer instruction device which sends a first instruction to an external device 
for instructing the external device to receive the image sent from the image sending 
apparatus(The digital camera(1) sends the image currently being displayed in the 
display to the PC(1000), which image is chosen by switches 6 and 7, column 7, lines 
32-38. Therefore, because the digital camera(1) sends the image, it acts as a transfer 
instruction device.); and 
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an automatic mode switching device which automatically switches at least to the 
first communication mode from the second communication mode in the first 
communication device upon receipt of a second instructionfmode change signal") from 
the external device(See column 10, line 41 through column 1 1 , line 7. The digital 
camera can automatically switch modes, if instructed to do so by the PC, without the 
switching of the manual mode setting switch(14). See S134-S137, S1309, figure 11.); 
and 

the external device(PC, 1000) includes an image receiving apparatus(The PC is 
the image receiving apparatus.) which comprises: 

a second communication device(213, the second communication device is the 
personal computer side of a USB connection, column 5, line 67 through column 6, line 
3, column 6, lines 63-66, column 7, lines 60-67.) which performs at least communication 
in the first communication mode(reproduction mode) with the image sending 
apparatus(column 6, line 63 through column 7, line 38); and 

a mode switch control device capable of sending the second instruction to the 
image sending apparatus for instructing the image sending apparatus to be in the first 
communication mode, upon receipt of the first instruction from the image sending 
apparatus(A mode setting switch(c14) displayed on the computer display is used to 
switch between modes, column 8, lines 41-64, column 10, line 6 through column 11, line 
7. See figure 1 1 . The first instruction is received at S1302. The second 
instructional 309) is sent after(i.e. upon) the receipt of the first instruction.). 
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Niikawa teaches of sending image data in a first communication mode(see 
above), and that the image sending apparatus is capable of receiving and storing 
images in a second mode. However, Niikawa does not explicitly teach that said images 
are images transferred from the external device. 

Anderson is similar to Niikawa in that Anderson teaches of a camera connected 
to a computer(figure 1), wherein images from the camera are viewed on the PC(column 
3, lines 30-39, column 4, lines 1-5). Furthermore, Anderson similarly teaches that 
communication between the camera and PC is done via USB(column 4, lines 19-33). 
Anderson likewise teaches the manual and automatic selection of camera 
communication modes(column 5, lines 38-48). 

However, in addition to the teachings of Niikawa, Anderson teaches of a 
communication mode in which images are transferred from the external device(PC) to 
the image sending device(camera, column 8, lines 4-9). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time of the invention to have the second communication mode taught by Niikawa 
enable the image sending device to function as an external recording device by 
receiving and recording images transferred from the external device for the benefit of 
increasing the versatility and operability of the camera by enabling a seamless two-way 
transmission between the camera, PC, and internet(Anderson, column 8, lines 4-9). 
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14. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Niikawa(US 6,819,355) in view of Anderson et al.(US 7,107,516), hereinafter referred to 
as Anderson, and Fujiwara(US 2003/0085988). 

Consider claim 7, Niikawa teaches: 

An image sending apparatus(digital camera, 1, figures 1-5), comprising: 

an image capturing device(303) which captures an image(column 4, lines 32-38); 

a recording device(212) which records the captured image on a recording 
medium(memory card 8, column 5, lines 66-67, column 6, lines 34-39); 

an image selecting device which selects a desired image of images recorded on 
the recording medium(Switches 6 and 7 are used to select images stored in memory, 
column 3, lines 36-47, column 6, lines 14-17, column 7, lines 10-13.); 

a communication device(213, the communication device is the camera side of a 
USB connection, column 5, line 67 through column 6, line 3, column 6, lines 63-66, 
column 7, lines 60-67) which has a first communication mode capable of choosing an 
image and sending the image selected by the image selecting device to the external 
device(During a reproduction mode, the switches 6 and 7 are used to select an image, 
and the camera sends the image to a personal computer(IOOO), column 4, lines 9-20, 
column 7, lines 10-38.), and a second communication mode for enabling the image 
sending apparatus to function as an external recording device by receiving and 
recording images(The second mode is a photographing mode, and this mode is 
considered a communication mode as it is operable from the PC side, and images 
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displayed on the camera display are also displayed on the PC, column 4, lines 9-20, 
column 7, lines 32-67, column 1 0, line 5 through column 1 1 , line 7.); 

a transfer instruction device which outputs a transfer instruction for transferring 
the image selected by the image selecting device(6 and 7) to the external device(PC) 
through the communication device(The digital camera(1) sends the image currently 
being displayed in the display to the PC(1000), which image is chosen by switches 6 
and 7, column 7, lines 32-38. Therefore, because the digital camera(1) sends the 
image, it acts as a transfer instruction device.); and 

an automatic mode switching device which automatically switches between the 
first communication mode and the second communication mode in the communication 
device upon receipt of an order from the external device(See column 10, line 41 through 
column 1 1 , line 7. The digital camera can automatically switch modes, if instructed to 
do so by the PC, without the switching of the manual mode setting switch(14), i.e. 
automatically rather than manually.); wherein 

on receiving a conversion command ordering change to the first communication 
mode(S134, figure 1 1 ) from the external device(PC) through the communication 
device(213), the automatic mode switching device switches the communication mode of 
the communication device to the first communication mode(See S135-S137, column 10, 
line 63 through column 1 1 , line 7). 

Niikawa teaches of sending image data in a first communication mode(see 
above). However, Niikawa does not explicitly teach that the first communication mode 
is capable of sending an image capturing command to the external device. Also, 
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Niikawa teaches that the image sending apparatus is capable of receiving and storing 
images in a second mode. However, Niikawa does not explicitly teach that said images 
recorded for the external device. 

Anderson is similar to Niikawa in that Anderson teaches of a camera connected 
to a computer(figure 1), wherein images from the camera are viewed on the PC(column 
3, lines 30-39, column 4, lines 1-5). Furthermore, Anderson similarly teaches that 
communication between the camera and PC is done via USB(column 4, lines 19-33). 
Anderson likewise teaches the manual and automatic selection of camera 
communication modes(column 5, lines 38-48). 

However, in addition to the teachings of Niikawa, Anderson teaches of a 
communication mode in which images are recorded for the external device(PC, column 
8, lines 4-9). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time of the invention to have the second communication mode taught by Niikawa 
enable the image sending device to function as an external recording device for the 
external device for the benefit of increasing the versatility and operability of the camera 
by enabling a seamless two-way transmission between the camera, PC, and 
internet(Anderson, column 8, lines 4-9). 

However, although Niikawa and Anderson teach of sending images to a 
computer, the combination of Niikawa and Anderson does not explicitly teach that that 
the first communication mode is capable of sending an "image capturing command" to 
the external device. 
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Fujiwara is similar to Niikawa in that Fujiwara teaches of a camera(5, figure 1) 
connected to a computer(8, figure 1), wherein images from the camera are viewed on 
the PC(paragraph 0071). Furthermore, Fujiwara similarly teaches that communication 
between the camera and PC is done via USB(paragraphs 0052, 0057, 0067, 0071). 

However, in addition to the teachings of Niikawa and Anderson, Fujiwara teaches 
that the first communication mode is capable of sending an image capturing command 
to the external device(See S4-S7, figure 1 1 , paragraphs 0084-0086. In an image 
reproduction mode similar to that of Niikawa, Fujiwara teaches that still images stored in 
the memory of the camera are transmitted to the PC. In order to transfer these images, 
the camera sends an image capturing command to the external device in the form of a 
bulk transfer request.). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time of the invention to have the camera communicating in the reproduction mode 
taught by Niikawa and Anderson send an image capturing command to the external 
device as taught by Fujiwara for the benefit that the external device can then take the 
appropriate steps to ensure a transfer path and make the transfer of image data from 
the camera to the computer possible(Fujiwara, paragraph 0085). 

15. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Tanaka 
et al. (US 6,577,338) in view of Sato (US 6,950,125). 



Consider claim 1 1 , Tanaka et al. teaches: 
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An image receiving apparatus(digital color printer, 102, figure 1), comprising: 

a communication device(communication driver, 13) which performs at least 
communication in a first communication mode with an image sending apparatus(The 
printer communicates with a digital camera(i.e. image sending apparatus, 101) through 
a communication cable in a reproduction(i.e. first ) communication mode, column 5, 
lines 35-49, column 7, lines 48-53.); 

a recording device(image memory, 16) which, in the first communication mode, 
records an image received from the image sending apparatus(1 01) through the 
communication device(column 6, lines 29-33); and 

a mode switch control device capable of confirming that the image sending 
apparatus is in the first communication mode, upon receipt of an instruction to record 
the image received from the image sending apparatus through the communication 
device(See figure 2. A print start key(22) is pressed in step S2, issuing an instruction to 
record the image received from the image sending apparatus through the 
communication device, column 7, lines 5-10. A mode switch control device confirms 
that the image sending apparatus is in the first communication mode in steps S4 and 
4a, column 7, lines 48-53.). 

However, Tanaka et al. does not explicitly teach that the instruction to record the 
image received from the image sending device comes from the image sending 
apparatus. 

Sato similarly teaches a digital camera(100, figure 1) connected to a printer(200, 
figure 1). 
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However, in addition to the teachings of Tanaka et al., Sato teaches that the 
instruction to record the image received from the image sending device comes from the 
image sending apparatus(See column 7, lines 18-30, lines 63-68, figure 1 . A release 
switch(101) on the camera(100) is used to transfer a photograph taken by the camera to 
be printed by the printer.). 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time of the invention to have the release switch taught by Sato included in the 
camera taught by Tanaka et al. such that the image sending apparatus can send record 
instructions to the image receiving apparatus for the benefit of eliminating the 
cumbersome operation of working with devices located at separate locations when 
printing the images from the camera(Sato, column 1 , lines 24-32). 

Allowable Subject Matter 

16. Claims 1-6, 8 and 10 are allowed. 

1 7. The following is a statement of reasons for the indication of allowable subject 
matter: 

Consider claim 1 , the prior art of record teaches an image sending and receiving 
system, comprising an image sending apparatus which comprises an image capturing 
device which captures an image, a recording device which records the captured image 
on a recording medium, an image selecting device which selects a desired image of 
images recorded on the recording medium, a first communication device which has a 
first communication mode capable of sending an image capturing command to an 
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external device and sending the image selected by the image selecting device to the 
external device, and a second communication mode for enabling the image sending 
device to function as an external recording device for the external device, a transfer 
instruction device which outputs a transfer instruction for transferring the image selected 
by the image selecting device to the external device through the first communication 
device, and an automatic mode switching device which automatically switches between 
the first communication mode and the second communication mode in the first 
communication device upon receipt of an order from the external device, and the 
external device includes an image receiving apparatus which comprises, a second 
communication device which performs at least communication in the first 
communication mode with the image sending apparatus, a recording device which 
records the image received through the second communication device, and a mode 
switch control device which orders the image sending apparatus to control a switch 
between the first communication modes mode and the second communication mode of 
the image sending apparatus, wherein, the mode switch control device of the image 
receiving apparatus determines whether or not the communication mode with the image 
sending apparatus is the first communication mode, and sends a conversion command 
ordering change to the first communication mode if determined that a current 
communication mode of the image sending apparatus is not the first communication 
mode, and on receiving the conversion command from the image receiving apparatus, 
the automatic mode switching device of the image sending apparatus switches the 
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communication mode of the first communication device to the first communication 
mode. 

However, the prior art of record does not teach nor reasonably suggest that the 
mode switch control device of the image receiving apparatus controls the mode of the 
image sending apparatus based on checking that there has been the transfer instruction 
of the image from the transfer instruction device of the image sending apparatus as 
recited in claim 1 . 

Claims 2-6 are allowed as depending from an allowed claim 1 . 

Consider claim 8 , the prior art of record teaches an image receiving apparatus, 
comprising a communication device which has a first communication mode capable of, 
on receiving an image capturing command from an image sending apparatus, capturing 
in the image receiving apparatus an image selected and sent by the image sending 
apparatus, and has a second communication mode enabling the image receiving 
apparatus to send images to the image sending device for storage therein, a recording 
device which records the image selected and sent by the image sending apparatus 
through the communication device, and a mode switch control device which sends an 
order to the image sending apparatus to control a switch between the first 
communication mode and the second communication, wherein, the mode switch control 
device determines whether or not the communication mode with the image sending 
apparatus is the first communication mode, and sends a conversion command for 
ordering change to the first communication mode if determined that a current 
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communication mode of the image sending apparatus is not the first communication 
mode. 

However, the prior art of record does not teach nor reasonably suggest that the 
mode switch control device of the image receiving apparatus controls the mode of the 
image sending apparatus based on checking that there has been the transfer instruction 
of the image from the transfer instruction device of the image sending apparatus as 
recited in claim 8. 

Consider claim 10 , the prior art of record teaches an image sending apparatus, 
comprising an image capping device which captures an image, a first communication 
device which has a first communication mode capable of sending the image selected by 
the image sending apparatus to the external device, and a second communication 
mode for enabling the image sending device to function as an external recording device 
for the external device, a transfer instruction device which sends a first instruction to an 
external device for instructing the external device to receive an image sent from the 
image sending apparatus, and an automatic mode switching device which automatically 
switches at least to the first communication mode from the second communication 
mode in the first communication device upon receipt of a second instruction from the 
external device ordering the image sending apparatus to switch to the first 
communication mode from the second communication mode. 

However, the prior art of record does not teach nor reasonably suggest that the 
second instruction is sent from the external device when the first communication device 
sends the first instruction as recited in claim 10. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ALBERT H. CUTLER whose telephone number is 
(571)270-1460. The examiner can normally be reached on Mon-Thu (9:00-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ngoc-Yen Vu can be reached on (571) 272-7320. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/AC/ 

09/25/2008 



/Ngoc-Yen T. VU/ 
Supervisory Patent Examiner, Art Unit 2622 



